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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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Art Unit: 1712 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 to 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stuart. 

Stuart teaches silylated polyethers. See for instance the polyethers shown on 
column 9, each of which have a monol content. These polyethers are reacted with an 
isocyanate, and then reacted with a silane meeting form (I) as well as preferred formula 
(IV). When reacted with a monol polyether, the resulting polyether urethane will contain 
only one terminal NCO group. The reaction of this NCO group with a silane will result in 
the claimed polyether polyurethane having one reactive silane group. The polymers 
shown on column 9 meet the molecular weight limitation of claims 5 to 8. 

This reference differs from that claimed in that patentee does not teach a degree 
of unsaturation for the polyethers. Adjusting the degree of unsaturation in the polyol of 
Stuart, however, would have been within routine experimentation for one having 
ordinary skill in the art, as this is a property associated with the manufacturing thereof. 
The Examiner notes too that Stuart prefers the polyols under the trade name Acclaim 
and applicants use polyols having the same trade name in the working examples. It 
would appear then that the unsaturation content in these polyols would be consistent, 
leading one to expect that the polyols in Stuart would meet that claimed, or be close 
enough as to render the claimed degree of unsaturation obvious. In this manner, the 
instantly claimed process would appear to have been obvious over the teachings of 
Stuart. 
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3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1 to 8 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 to 25, claims 1 
to 25, claims 1 to 17 and claims 1 to 17 of copending Application Nos. 10/690,955, 
10/690,751, 10/690,954 and 10/690,956, respectively. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because the claimed 
polyether urethanes in each of the copending applications include a polyether having 
one reactive silane group as claimed. The claims in the copending applications 
embrace that instantly claimed, which is open to the inclusion of some polyether 
urethanes having two reactive silane groups. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 1 - 8 are provisionally rejected under 35 U.S.C. 102(e) as being anticipat- 
ed by copending Application Nos. 10/690,955 and 10/690,751 which has a common 
inventor with the instant application. Based upon the earlier effective U.S. filing date of 
the copending applications, they would constitute prior art under 35 U.S.C. 102(e), if 
published under 35 U.S.C. 122(b) or patented. This provisional rejection under 35 
U.S.C. 102(e) is based upon a presumption of future publication or patenting of the co- 
pending application. The claimed polyether urethanes in each of the copending applica- 
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tions include a polyether having one reactive silane group as claimed. The claims in the 
copending applications embrace that instantly claimed. 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
copending application was derived from the inventor of this application and is thus not 
the invention "by another," or by an appropriate showing under 37 CFR 1 .131 . This 
rejection may not be overcome by the filing of a terminal disclaimer. See In re Bartfeld, 
925 F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 1991). 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-fr 
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